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CENTRAL FAX CENTER 

JAN 1 7 2007 

REMARKS 

The claims remaining in the application are 1-4, 6-7, and 10-18. Claims 1-4, 6-7, 
and 10-18 are rejected. The Applicant would like to thank the Examiner for the very 
quick and courteous Office Action. 

35 U.S.C. SI 03(a) Rejection Over Bellos. et al. in view of Augustin. et aL 

The Examiner rejected claims 1-4, 6-7, and 10-18 under 35 U,S.C. § 103(a) as 

being allegedly unpatentable over U.S. Pat. No. 5,853,592 to Bellos. etal. in view of U.S. 

Pat. No. 5,045,212 to Augustin, et al. for reasons of obviousness. 

The Examiner asserts that Beilos, et al. discloses treating aqueous, i.e. "water-like 

fluid phase" streams from oil well production fluids from which oil has been primarily 

initially separated. 

The Examiner contends that Bellos. et al. discloses a composition, for separating 
water-soluble organics and water essentially consisting of a hydrophilic, hydroxymono- 
carboxylic acid, such as hydroxyacetic acid or AHA [asserted as inherently having the 
relatively high pKa of instant claims 2, 1 1 and 16 and chraiical formulation of instant 
claims 3, 12 and 17], such organic acid optionally constituting essentially all or 99% of 
the active ingredient. The Examiner finds that Bellos, et al. also disclose that the compo- 
sition may comprise a "minor amount" of one or more other ingredient such as a demul- 
sifier. The Examiner additionally c<»itends that each of the amounts of each minor ingre- 
dients may constitute less that 1% by weight of the composition, hence giving a ratio of 
AHA to demulsifier of over 50: 1 , and that the composition may or may not be in the form 
of an aqueous solution before being mixed with oil/water mixture being treated. 

With regard to the criticality of f»esence/absencc of inorganic acid in the compo- 
sition, Bellos, et al. is alleged by tfie Examiner to state that inorganic acid may be added 
to the fluid being treated separately from and after addition of the AHA organic acid. 

For claims 8 through 18, the Examiner finds that Bellos, et al. indicates a rela- 
tively high mio of AHA to minor ingredient of demulsifier. 

For claims 15-18, the Examiner asserts the composition may comprise also water- 
like fluid phase or water and other solubilized organics, such as organic wetting agents, 
that are soluble in the added water. The Examiner finds that Bellos, et al. discloses that if 
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necessary, the composition is added to a fluid mixture being separated, including water 
and sotubilized organics resulting in a mixture encompassing the water and organics 
being separated as well as the active organic acid ingredient atul emulsifier 

The Examiner admits that the instant claims all differ in requiring the demulsifier 
to constitute an anionic polymer. However, the Examiner alleges that Augustin, et al. 
teaches to separate oil/water emulsions by anionic dcmulsificrs. In response to the Appli- 
cant's previous arguments, tiie Examiner further notes that specifically, Augustin, et al. 
teaches in regard to crude oil production streams, to further purify an aqueous phase 
stream from which the oil phase has been initially separated, by sequentially adding a 
very small amount of inorganic demulsifier and then a much more significant amount of 
anionic demulsifier that is an anionic polymer to the resulting aqueoxis phase to further 
clarify such aqueous phase (referring to col. I, lines 50-61, col. 2, lines 14-21 and 45-68 
and the Table bridging columns 3 and 4 indicating amounts of inorganic demulsifier and 
anionic polymeric demulsifier added to the aqueous phase). 

The Examiner contends ttiat it would have been obvious to one of orcUnary skill 
in the art to have employed an anionic demulsifiers taught by Augustin, et al. as a demul- 
sifier of Bellos. et al. when treating aqueous streams from which the largest quantity of 
oil has been pimarily removed since these demulsifiers are shown to result in separated 
water phase, having an envir<»)mentally permissible very low degree of contamination 
with oily contaminants, and lower than other well knovm types of demulsifiers. In addi- 
tional response to the Applicant's previous arguments, the Examiner additionally alleges 
that it would have been obvious to have added, specifically, an anionic, polymeric 
demulsifier, to the composition applied by Bellos, et al., since Augustin, et aK teaches 
that this type demulsifi^ results in an aqueous phase resulting from crude oil production 
being sufficiently clarified to permit its discharge into an outfall ditch, thus meeting 
environmental standards. The Examiner contends and "conjectures" that adaptations of 
Augustin, et al. in the Bellos, et al. method envisions first adding a small amount of inor- 
ganic demulsifier followed by addition of an anionic polymer deraulsifier/AHA blend. 

The Examiner further asserts that Augustin, et al teaches the anionic polymer 
being copolymers of acrylic or methacrylic acid and acrylamides and esters thereof for 
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claims 4, 7, 13, and 18, and these having a high degree of polymerization as in claims 5, 
6 and 14, 

The Examiner further found that Applicant's ar^ments filed August 21 , 2006 
were considered but they are not persuasive. The Examiner noted that it was argued that 
there was no suggestion in Augustin, et al. to choose an anionic polymeric demulsifier 
from amongst a wide array of dcmutsifiers. However, the Examiner asserts that the fore- 
mentioned text sections of Augustin, et al. teach that such type of demulsifier uniquely 
results in the aqueous phase resulting from an original crude oil/water emulsified mixture 
having a low enough level of residual oil to be discharged to the environment. 

The Examiner further found that the Applicant argued that Augustin, et al. 
requires that anionic co-polymers must be used together with cationic demulsifiers and 
other types of demulsifiers. The Examiner instead contends that BelIos> et al. also dis^ 
closes treating aqueous phases from which the bulk of the oil has already been removed, 
rather than oil/water emulsions directly derived from crude oil production. Use of cati- 
onic demulsifier and inorganic demulsifier as taught by Augustin, et at. for treating the 
original oil/water emulsion would tfius allegedly be in a separate stage from which the 
Bellos, et al. composition is added. In addition, in treating the resulting aqueous phase, 
the Examiner finds that Augustin, et al. teaches to add anionic polymer and inorganic 
demulsifier at separate tiroes, with the amount of anionic polymer being added being a 
factor of 10 to 100 times greater than amount of the other demulsifier (Table of 
Augustin, etal.) 

The Examiner noted that the Applicant argued that there is no motivation to 
choose anionic polymeric demulsifiers in preference to the other demulsifiers taught by 
Bellos, et al. Anionic polymeric flocculants are suggested in preference to the other 
demulsifiers taught by Augustin, et al. 

1 . since a chief embodiment of Beltos, et at. concerns treatment of aqueous 

phases from which the oil phase has already been removed, 

2. since anionic polymeric flocculant are used in much larger quantity than other 

flocculants taught by Augustin, et al. and 

3. since both references are ultimately concerned with final adequate removal of 

organic contaminanis sufficient to allow the v^ter use for re-injection into 
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the wells or its disposal without requiring high cost waste treatment pro- 
cedures. 

The Examine additionally finds that the Applicant argued that Applicant's com- 
position treat oil/water emulsions by use of AHA and anionic polymeric flocculant with- 
out a need for use of catipnic demulsifier as used in the applied prior art. The Examiner 
contended that such argument is not commensurate with the claims in that tiic claims do 
not preclude use of cationic demulsifier or other treatment chemical either prior to or 
after use of the claimed composition, by separate addition or in a separate stage. The Ex- 
aminer alleges both Bellos, et al. and Augustin, et al. teach that breaking/separating of 
uil/water emulsions and subsequent removal of soluble organics from water-like, mainly 
aqueous phases sepamted from the original emulsions. The Examiner contends that the 
claims do not preclude use of any other, diverse, material or composition from the 
oil/water emulsion or resulting separated phases, both preceding and following treatment 
with AHA and anionic polymeric demulsifier mix. 

The Applicant respectfully traverses. 

To support an obviousness rejection, the Examiner has the initial burden of 
establishing a prima facie case of obviousness of the pending claims over the cited prior 
art. In re Oeticker. 977 F.2d 1443, 1445; 24 U.S.P.Q.2d 1443 (Fed. Cir. 1992). Applicant 
respectfully submits that the Examiner has not met this initial burden herein. 

Betlos^ et al. disclose a composition containing a combination of a strong organic 
acid and a strong mineral acid (Abstract). The min^a] acid may be i*osphoric acid, 
phosphorous acid, sulfuric acid, sulfurous acid (column 5, lines 54-59). The organic acid 
may be oxalic acid, hydroxyacetic acid (glycolic acid)» dichloroacetic acid (column 6, 
lines 25-27), Mineral acids are always required by BcUos, ct al. as a component of the 
composition (please also see the claims therein). There is nothing in Bellos, et al (or in 
secondary reference Augustin, et al.) that teaches or suggests that the mineral acid is not 
required in the Bellos, et al. composition. 

A. The invention as claimed herein excludes a mineral acid by virtue of the 
transitional language ''consisting essentially oP language now present in all claims. The 
term **consisting essentially of excludes ingredients that would materially affect the 
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basic and novel characteristics of the claimed composition, but is open to unlisted ingre- 
dients that do not materially affect the basic and novel properties of the invention. AFG 
Indus. V. Cardinal IG Co,^ 239 F.3d 1239; 57 U.S,P.Q.2n 1776 (Fed. Cir. 2001). Appli- 
cant respectfully submits that a composition that consists essentially of AHA and an ani- 
onic polymer that successfully removes WSOs from water-like fluid phases was un« 
known prior to Applicant's discovciy thereof. Such recited composition excludes mineral 
acids. Bellos^et al. requires the presence of mineral acids. There is nothing in Bellos, et 
al. (or in secondary reference Augustin, et al.) that teaches or suggests that the mineral 
acid is not required in or should be removed from the Bellos^ et al. composition. Thus, 
fur this reason atone, no prima facie rejection of the claims has been made. 

B. The Examiner admits that the instant claims all differ in requiring an ani- 
onic polymer, and mentions that column 6, line 66 to column 7, lines 1 2 mention demul- 
sifters as minor, optional compositions. This portion of Bellos, et al. states: 

Minor amounts of other composition may also be added. For example, 
an acid inhibitor such as a chemftlm or chemsorb may be included to protect 
metal surfaces in the system from acid attack. Corrosion inhibitors, demulsifi- 
ers, alcohol and wetting agents, may also be included. Therefore, a typical 
acid formulation of premixed phosphoric acid and hydroxyacetic acid might 
be prepared^ by weight, from about 36% water, 42% phosphoric acid (75% 
aqueous solution), 19% hydroxyacetic acid (70% aqueous solution), about 2% 
add inhihitDr and Jess than J% each of a corrosian inhibitor^ a wetting agent 
and isopropyl alcohol. Thus, the solution comprises by weight about 52% 
water, 31% phosphoric acidL, 13% hydroxyacetic acid and the minor ingredi- 
ents. (Emphasis added.) 

It is significant that although minor amounts of demulsifiers '"may also be included", in 
the "'typical acid formulation" given, demulsifiers were not included. In fact, of the cor- 
rosion inhibitors, demulsifiers, alcohol and wetting agents listed that "/wiy also be in- 
cluded", a corrosion inhibitor, an alcohol and a wetting agent were included in the "typi- 
cal acid formulation", but not a demulsifier. Indeed, in the composition of "Additive B" 
used in the Examples (Examples 1 and 2 in coliunns 9-10 of Bellos, et al., again a wet- 
ting agent, corrosion inhibitor and an alcohol were used but not a demulsifier. 

Applicant thus respectfully submits that although a minor amount of a demulsi- 
fier is optional for the acid compositions therein, it is clearly not a very desirable or im- 
portant part since it is not included in the Examples, nor in a "typical acid formulation". 
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Thus, the Applicant respectfully submits that one having ordinary skill in the art review- 
ing the entirety of Bellos, et al. must conclude that a dcmulsifier is not important or 
desirable and should not be included. There would thus be no motivation for one of ordi- 
nary skill in the art to use a demulsifier of any kind in the Bellos, et al. compositions. For 
this second reason alone, the Applicant respectfully submits that 9i prima facie case of 
obviousness has not be^ made herein. 

C. As established, Bellos. et al. discloses only the very general possibility of 
adding "demulsifiers" to his acids; see column 4, line 2; and column 7, line 2, lines 17- 
21. However, independently of the above point, Bellos, et al provide no indication what 
type or kind of demulsifier is suitable, appropriate or necessary. It is respectfully sub- 
mitted that there is no mention, disclosure or suggestion of anionic, cationic, nonionic, 
polymeric, monomeric, organic, inorganic, hydrophilic, lipophilic, amphophilic, omni- 
philic, or any other kind or type of demulsifier Thas, there, is sjill no reason for one 
having only ordinary skill in the art to choose an anionic organic poljroer fi^om that near- 
infinite universe of possibilities, based on the scant teachings of Bellos, et al. There is no 
hint or suggestion that any particular class wouhl be any more appropriate than all the 
other possibilities, much less that an anionic polymer would be aM>ropriate. No mecha- 
nism or thesis is provided in Bellos, et al. to make this choice, but the single, highly am- 
biguous word "demulsifier'*. It is respectfully submitted that one having ordinary skill in 
the art has no idea what demulsifier to use or why. 

The Rxaminer admits that Bellos, et al. do not teach or suggest an anionic poly- 
mer, and turns to the teachings of Augustin, et al. The Applicant fiirther respectfully 
submits that the Examiner has not made a prima facie case for combining the teaching of 
Bellos, et al. with that of Augustin, et al. to result in a composition consisting essentially 
nf^n AHA with an anionic polymer as requiried by the claims. Augustin, et al. teaches 
three different demulsifiers. There is no disclosure in either reference of a composition 
containing only an anionic polymer with an AHA as the components establishing the 
basic and novel properties of the recited composition. Why would one having ordinary 
skill in the art add only an anionic polsmier from Augustin. et al. instead of an inorganic 
emulsifier? Or an organic cationic emulsifier? From what one can tell there is no answer 
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to tfiese questions because the references give no reason why one having ordinary skill in 
the art would know to foimulatc such a composition. 

A reason, suggestion or motivation to combine the teachings of the references 
must be present to support a prima facie rejection of obviousness. Aha Corp. v. Mylan 
Laboratories, Inc. 391 F.3d 1365, 1372-.1373 (Fed. Cir. 2004). Again, "...[T]he examiner 
has presented no line of reasoning .. . as to why the artisan viewing only the collective 
teachings of the references would have found it obvious to selectively pick and choose 
various elements and/or concepts from the several references relied on to arrive at the 
claimed invention." Ex parte Clapp, 227 U.SP.Q. 972, 973 (B.P.A.I. 1985). "The mere 
fact that the prior art could be so modified would not have made the modification obvi- 
ous unless the prior art suggested the desirability of the modification .** fn re Gordon, 733 
F.2d 900, 902, 22 1 U.S.RQ. 11 25, 1127 (Fed. Cir. 1984) cited in In re Mills, 916 F.2d 
680, 16 U.S.P.Q.2d 1430 (Fed. Cir. 1990). 

The Examiner contends that one of ordinary skill in the art would allegedly select 
an anionic pol3nner from Augustin, et al. to use in the Bellos, et al. composition because: 

1 . '*a chief embodiment of Bellos concerns treatment of aqueous phases from which 
the oil phase has already been removed,*' 

2. ^'anionic polymeric flocculanl are used in much larger quantity than other floccu- 
lants taught by Augustin" (compare the "Amounts" columns in the Table bridging 
columns 3 and 4 of this reference), and 

3. ^'both references are ultimately concerned with final adequate removal of organic 
contaminants, sufTicient to allow the water use for re-injection into the wells or 
it's [sic] disposal without requiring high cost waste treatment procedures." 

The Applicant respectfully submits that only point 2 is a possible and unique reason for 
choosing an anionic polymeric demulsifier from the others taught by Augustin because 
points 1 and 3 apply to all of the other dcmulsifiers of Augustin. et al. as well. Thus, if 
points 1 and 3 are considered, there is still no reason for one having ordinaiy skill in the 
art to select an anionic polymer over the organic cationic demulsifiers and organic ionic 
demulsifiers and inorganic deinulsifiers of Augustin, et al 

On the Examiner*s point 2 that Augustin, et al uses much larger amount of 
organic anionic polymer than their other two types and therefore it consists predomi- 

S 

PACE 9/16 * RCVD AT 1/17/2007 3:39:48 PM [Eastern standard Time] * SVR:USPTO-EFXRF-2/3 * DNIS:2738300 * CSID:512 219 4030 * DURATION (mm-ss): 10-24 



0an-17-07 03 : 35P DLM-Madan Mossnrian& Smir-am 512 219 4036 



nantly if not essentially of that first type, it is respectfully submitted that this is factually 
incorrect In the referenced Table bridging columns 3-4, the amount of organic anionic 
polymer is in "ppm" (parts per million), the others are in *'wt%" (weight percent) and 
thus are not directly comparable. The amount of organic anionic polymer is never more 
than 1.4% [1/(50+ 1(H 15)] of the whole. The claims are clearer in this regard — using 
common units, the relative amounts from claim 1 are: 

Organic cationic demulsifier: 30 to 5,000 ppm 

Inorganic demulsifier # 1 : 50 to 1 ,000 ppm 

Inorganic demulsifier #2: 200 to 2,000 ppm 

Organic anionic demulsifier: 0,3 io 4 ppm 

Here again, the organic anionic demulsifier is at most 1.4% [4/(30+50+200)] and. taking 
the geometric mean, generally less than 0,1% [1/(400+200+600)] of Augustin, el al.'s 
treatment. The claim 1 proportions are consisted with those in column 2, lines 8-13 and 
35*41 of this reference. Thus, one having ordinary skill in the art reviewing Augustin, et 
al supposedly looking for a demulsifier to use in the Bellos, et al compositions would in 
fact be leasi inclined to use an anionic polymer since Augustin, et al. through the pro- 
portions taught clearly indicates that an anionic polymer is the least important since less 
of it is used than the others. It is respectfully submitted that for this additional reason 
taken alone, the Examiner has not established a prima facie case of obviousness of the 
present claims. 

D. On the examiner's conjectured combination of Augustin, et al, and Bellos, 
et al., the Applicant respectfiiUy submits even if one were practicing Augustin, et al.'s 
composition in a process that was then contaminated with some water soluble Oil & 
Grease of the type removed by Bellos, et al/ composition and thought therefore to add 
the Bellos, et al.' composition or method on top of Augustin, et al.'s» by adding a mostly 
mineral acid formula (1 :1 to 3:1, column 6, 55-59) to Augustin, et al.'s first step (Bellos, 
et al.'s method requires a bulk oil phase to be present after the acid is added, so it can not 
be added to Augustin, et al/s second step where the anionic polymer is added); this 
seemingly obvious combination would result in neither method workings, for the reason 
set out in the Applicant's current disclosure — that the di- and multivalent metal salts of 
Augustin, et al.*s first step are incompatible with Bellos, et al.'s mineral acids, and would 
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thus precipitate a fouling deposit on mixing. In short, one cannot simply combine these 
two prior art compositions or processes even hypothetically end up with the presently 
claimed composition . 

In other words, the Applicant respectfully submits that one having ordinary skill 
in the art would have to "cherry-pick" the leaxt essential component of Augustin, et al. 
and the /cr^vv essential component of Bcllos, et al. and leave oui their other components 

because to include them results in the unacceptable formation of a fouling inorganic 

precipitate, which it is a purpose of the present invention to avoid (see, for instance^ 
paragraph [0026] as published: "Compared to this, the inventive compounds are far less 
corrosive under ust^ conditions, equally non-volatile, and completely non-scaling." and 
paragraphs [0076] and [0077] and Table VIT as published). No reason is given for leaving 
the other ingredients out or for believing either process would work unless all ingredients 
were included. That is. no reason is given in the references for excluding the required 
mineral acids of Bellos, et al. or for excluding the required organic cationic dcmulsificrs 
or the required inorganic demulsifiers of Augastin. et al. Further through the use of the 
"consisting essentially of transition language^the claimed composition inherently 
excludes insoluble metal salts. 

The Applicant respectfully submits that the "consisting essentially of language 
also inherently excludes Augu-stin's cationic polymers, since they are incompatible with 
the claimed anionic polymers, again forming an insoluble coacervate on mixing. That is 
why Augxistin, et al. adds them in separate steps, letting one react with the oil before the 
other is added. Otherwise a precipitate will form. Please also see section H, infra, 

F. The Applicant has discovered that it is the specific combination of anionic 
polymer to AHA, particularly with an excess of AHA, that gives a uniquely simple com- 
position permitting the simple method already the subject of the parent application that 
matured into U.S. Pat. No. 6,695,968. The Applicimt would respectfully note that all of 
the present composition claims require an anionic polymer. The Examiner essentially 
admits that Bellos, et al. do not teach or suggest an anionic polymer, and turns to the 
teachings of Augustin, et al. 

It is further respectfully submitted that Augustin. et al. does not clarify the situa- 
tion or add anything to understanding of it for one having only ordinary skill in the art. 

10 
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Augustin, et al. teaches that anionic acrylic copolymers are included in the class of 
organic anionic dcmulsifiers that mmt be used in combination with inorganic anionic 
demulsifiers, organic catinnic demulsifiers, and inorganic cationic demulsifiers in the 
sequence specified (not all together) to remove insoluble oil from water. Augustin, et al. 
is consistent in teaching that all must be used in combination and correct sequence (not 
mixed together except as noted), and repeats this combination many times. There is no 
mention or imph'cit inclusion in Augustin, et al of any kind of acid, organic or inorganic, 
among the variety of species taught. Bellos, et al. in contrast, requires the use of a min- 
eral acid. For this additional reason, similar to the reason established in section D supra, 
combining the references would destroy them for their intended purposes since one 
requires a mineral acid and the other does not Thus, it is respectfully submitted that 
there is no reason for one of only ordinary skill to pluck out from this broad, almost all- 
inclusive list of Augustin, et al. some anionic acrylic copolymers to use without the other 
three types of chemicals and form a combination instead with something else entirely 
different. 

Applicant does understand that Augustin, et al. is using them sequentially. Appli- 
cant's position is that there is nothing in Augustin, et al. or Bellos, et al. that teaches a 
composition as claimed containing AHA (eg. glycolic acid) tpgefher mtb an anionic 
polymer as the only effective components of a composition necessary to remove solubi- 
lized organics) (claims 1-14) or a composition as claimed containing an AHA together 
with an anionic polymer together with at least one solubilizcd organic and a water-like 
fluid phase (claims 15-18). 

F. It is respectfully submitted that the Examiner may not realize that anionic 
polymers per se do not remove oil emulsified in water. No one, in particular Augustin, et 
al. or Bellos, et al. ever claims or teaches that they do or claims or teaches that they ever 
do - unless, of course, a cationic surface modifier is addtd first. The anionic polymers 
are "known demulsifiers" only in the context or matrix of a previously cationized emul- 
sion. 

The reason is that droplets of petroleum oil in water have an anionic surface 
charge (as shown, for example, by their negative zeta potential or their titration with 
cationic dyes). It is respectfully submitted that this is common knowledge. Unless the 
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surface is somehow first cationized, anionic polymers are repelled from the surface and 
do not interact with it to create mutual attraction of droplets. Applicant respccirully sub- 
mits that a composition that consists essentially of AHA and an anionic polymer that 
successfully removes WSOs from water-like fluid phases was unknown prior to Appli- 
cant's discovery thereof. 

The whole novelty of the Augustin, et al, treatment is said to be finding a way to 
use the otherwise ineffective anionic polymers, instead of the usual cationic polymers 
(Augustin, et al. column 1, lines 15-20), by first cationizing the emulsion with cationic, 
surface adsorbing, divalent metal cations: 

Until now, o/w emulsions have been separated using single-step 
processes in which to the o/w emulsions are added either inorganic demul- 
sifiers or organic cationic demulsifiers (cf ^ for example, EP-A- 186,029) 
or else first organic cationic demulsifiers are added followed by inorganic 
demulsifiers (modified Windsor process, [sic] 

The surface groups are converted from |-COO~ to |-COOCa^. Only then will the anionic 
polymers perform. Thus, while it is true that Augusiin, et al.*s anionic "demulsifier 
results in an aqueous phase ... sufficiently clarified to permit its discharge" within the 
context of the teaching, Augustin, et al. teaches ofjly that following a pretreatment with a 
multivalent metal cation salt^ an anionic polymer that would not otherwise have clarified 
water at all, produces sufficient clarity for discharge. 

Moreover, (in disagreement with Bellos, et al) the claimed composition should 
be added before the bulk oil and v^ter are separated (Augustin, et al.'s Step 1 ) in order to 
remove water solubilized organics. Augustin, et al.'s anionic polymer must be added 
after the bulk oil and water separation and after a scries of three other demulsifiers have 
also been added It should be understood that Augustin, et al. 's treatment would not work 
if the anionic polymer were added as the first composition in mixed production rather 
than the last composition just prior to discharge. The Applicant respectfully submits that 
it is not obvious to one having ordinary skill in the art that the claimed co-formulation 
with an a-hydroxy hydrophilic acid would allow the addition order and substrate treated 
to be completely reversed to the manner of Bellos, et al. It is the novel and surprisingly 
simple composition claimed herein that permits these methods to work and be corre- 



12 



PAGE 13/16 * RCVD AT 1/1 7/2007 3:39:48 PM [Eastern Standard Time] * 8VR:U8PTO-EFXRF-2/3 * DNI8:2738300 * CSID:512 219 4036 * DURATION (mm-ss): 10-24 



*aan-17-07 03 1 38P DLM-Madan Mossman& Smlr-am 512 219 4036 



P- 14 



spondingly simple. The methods are discussed herein only for the purpose of emphasiz- 
ing the unique nature of the claimed composition. 

It is respectfully submitted that an important part of the Apph'cant*s invention is 
the discovery is that, while acids are generally considered to be anionic (thus polyacids 
are anionic polymers), if the proton donating power is strong enough to protonate the 
prevailing surface acid (through a-hydroxy activation) and the conjugate base is hydro- 
philic enough (specific supporting criteria are given in the specification) to stay hydrated 
and not adsorb onto the surface^ then these supposedly anionic additives can actually 
have a canonizing effect of a magnitude similar to the pre-addition of multivalent cation 
salts - but wiihoiii having to erriploy these cationic salts. It is respectfully submitted that 
this idea is not referenced elsewhere and particularly not suggested or hinted at by the 
cited art; thus these unique and spare compositions are Applicant's unique and non-obvi* 
ous contribution to the art. 

To stress this important understanding of the invention, claim 1 was previously 
amended to recite that the weight mtio of AHA to anion ic polvmer i nJbe. com position 
ranges from over 50:1 to 10,000 to 1 . The greater presence of the AHA emphasizes its 
importance to the claimed composition as noted above. 

For these additional reasons, taken alone or together with the others established 
previously. Applicant respectfully submits that a prima facie obviousness rejection has 
not been made. 

G. Applicant further respectiiilly submits that the Examiner has not made a . 
prima facie case for combining the teaching of Bellos, et al. with that of August! n, et al. 
to result in a composition consisting essentially of an AHA with an anionic polymer as 
required by the claims. Augustin, et al. teaches three different demulsifter classes. 

*^Our reviewing courts have often advised the Patent and Trademark Office that it 
can satisfy the burden of establishing )£ prima facie case of obviousness only by showing 
some objective teaching in either the prior art» or knowledge generally available to one of 
ordinary skill in the art, that "would lead' that individual *to combine the relevant teach- 
ings in the references.' Accordingly, an examiner cannot establish obviousness by locat- 
ing references which describe aspects of a patent applicant's invention without also pro- 
viding evidence of the motivating force which would impel one skilled in the art to do 
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what the patent applicant has done"^ (Citations omitted; emphasis added.) Ex parte 
LevengfMjd, 28 U.S.P.Q.2d 1300, 1302 (B.P.AJ. 1993). 

The Applicant would respectfully submit that there is nothing in Bellos^ et a1. or 
Augustin, et al. or the combination thereof that would imTCl one having ordinary skill in 
the art to make the limited, "consisting essentially of 2-component combination sup- • 
posed by the Examiner. There is no hint in Augustin, et al. that that the class of demulsi- 
fier disclosed as being used in the least amount would be more appropriate than all the 
others mentioned. There is no mechanism or thesis provided to connect the two refer- 
ences, but the single, highly ambiguous general word **demulsifier" in fiellos, et al., it is 
resfxxtfully submitted - and even then Bellos, et al. prefers not to use an emulsifier in a 
"typical" acid formulation or their Examples. Nor is there any reason or motivation given 
in either reference that would impel one having ordinary skill in the art to delete the 
mineral acid taught as required by Bellos, et al. Again, one having ordinary skill in tl^ 
art essentially has no idea what to use or why if the references are supposedly combined 
- for which there is no clear motivation. 

H. With re^ct to the Examiner's comment that Applicant's argument that 
Applicant's composition does not require the use of cationic demulsifiers not being 
commensurate with the claims because a cationic demulsifier could be used before or 
after the claimed composition, the Applicant respectfully submits that method limitations 
are irrelevant to claims to compositions. The fact is that the claimed compositions 
recited all necessary components to function. No cationic demulsifier or other treatment 
chemical from Augustin, et al. or other source is necessary or recited to be effective (due 
to the "consisting essentially of transitional language). 

For all of these reasons it is respectfully submitted that the Examiner has not 
made ^ prima facie case of obviousness. Reconsidcmtion of the claims and withdrawal 
of the rejection are respectfully requested. 

It is respectfully submitted that the arguments and amendments presented above 
overcome the rejections and place the claims in condition fur allowance. Reconsideration 
and allowance of the claims are respectfully requested. The Rxaminer is respectfully 
reminded of his duty to indicate allowable subject matter. The Examiner is also invited 
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to call the Applicant* attorney at the number below for any reason, especially any reason 
that may help advance the prusecutiorL 



Respectfully submitted, 
PAUL R. HART, . 



David L. Mossman 
Registration No. 29,570 
Attorney for Applicant 
Telephone No. 512/219-4026 
Facsimile No. 512/21 9-4036 

Madan, Mossman & Sriram, P.C. 
2603 Augusta, Suite 700 
Houston, TX 77057-563 
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